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the Defendants, and they must be set off against the Plaintiffs' costs of the
action.

After further discussion it was agreed that if notice to appeal be gi ven in
fourteen days the whole Order should be stayed except as to payment of costs,
which was to be on the usual undertaking to return. 5

IN THE COURT O}' ApPEAL.

Before LORDS JUSTICES VAUGHAN WILLIAMS, BUCKLEY, AND HAMILTON.

July 2nd, 3rd, 7th, 8th, 9th, and 10th, 1913.

BOWDEN WIRE LD. V. BOWDEN BRAKE COMPANY LD. (No.1)

AND

IN THE l\fATTER OF THE rrRADE MARKS OF BOWDEN WIRE LD.
10

Trade.1Warks.-InjringeJnent.-L/tcence to use in respect of part 0/ a business
connected with a Patent sold to the Defendante.c-Eepiration of Patent.~

'Continued user by Defendants generally.-Licen,ce ineffective.-Motion to
expunge two Trade Marks of the Plaintiffs.-Alleged deceptioenees.s--Trade 15
Mctrks upheld, but reqistration of one imried.s-Lnjunction gra1~ted.-Appeal.

Both Trade Mark« expunged and action dismissed.-Trade Marks.4ct 1905,
Sections 11 and 85.

'The Plaintiff Company, who were the proprietors of the Letters Patent for the
uiell-knoum" Boioden Wlire" 'used in connection with the transmission o!JJOWef' 20
for cycle and 'motor cycle brakes, in 1901 promoted the DefendantUompasui,
and transferred to lit that part of their business which was concernedruiitli
brakes for pedal cycles only. Itt 1908 the PlaintijfCompany registered a Trade
Mark in Class l sfor brakes for velocipedes consisli'ng 0.1 a picture of a coil 01
wire with the word" Bowden" enclosed therein, and they granted a licence to 25
the Defendant Compeau, to uee this mark in connection uiith. brakes for pedal
cycles. The licence ioas limited to the conti'nuance of the Letters Patent. In
1904 the Plaintiff Company registered the sa/me Trade Mark in Class 18 in
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respect of component parts, attachments, and accessories (other than brakes) of
velocipedes, &ac. The directors of the two Companies were substar~tially the
same, until shortly before the commencement of the action. On, the expiration
of the Letters Patent the Defendant Companq) continued to use the mark 'not

5 only on brakes for pedal cycles but also in respect of brakes for motor cycles,
which they then began to manufacture. The Plaintiff Comparuj brought an
action to restrain the Defendant Oompany from ueinq the Trade Marks 011

any goods manufactured by them. The Defendant OomJJany contended that the
licence was ineffective, and that the mark had been used by them for a great

10 number of years not only with the Ienoioledqe but also with the concurrence of
the Plaintiff Company. The Defendant Oon~pany moved to expunge the Trade
Mark's, and alleged that they were not distinctive, and that they were calculated
to deceive. It was held by Swinfen Eady, J., that the Defendant Oompany had
no general right to continue to use the Trade Mark after the term of the licence

15 had expired, and no right to prevent the Plaintiff Companu from continuing
to use the mark in the same manner as they had used it since the registration;
also, that the Trade Marks were distinctive and not deceptive, but, on the ground
of non-user, ccn Order should be made under Section 35 (1) ofthe Trade Marks
A,t 1905 varying the entry of first-mentioned Trade Mark by restricting it to

20 brakes for road vehicles other than velocipedes or cycles wholly propelled by the
physical force of the rider. In the action an 'injunction against infrinqement
of the Trade Marks, limited in a,fY~1!da.nce with the above-mentioned restriction,
was granted with costs. The R~airitiirs appealed.

Held, that both Trade Marks muet be removed from the Register as not being
25 distinctive and as beinq calculated to deceive. The action wets dismissed.

E. M. Bowden's Patents Syndicate Ld. registered a Trade Mark (No. 257,412),
on the 25th of September 1903, in Olass 13 in respect of brakes for velocipedes
and other road vehicles, and on the 25th of January 1904 they registered another

"I'rade Mark (No. 260,476) in Olass 13 in respect of component parts, attach-
30 ments, and accessories (other than brakes) of velocipedes, motor cycles, auto

mobiles, and other road vehicles, all the said parts, attachments, and accessories
being goods of ordinary metal not included in other classes and being sold as
separate al'ticles-that is to say, in each case independently 0 f velocipedes,
motor cycles, automobiles or other road vehicles complete. Trade Mark

35 No. 257,412 was as follows, the right to the exclusive use of the word "Bowden"
being disclaimed.

Trade Mark No. 260,476 was identical with No. 257,~112.

In April 1910 E. M. Bowden's Patents Syn,dicate Ld. changed its name to
Bowden W'ire Ld.

40 On the 7th of March 1912 Bowden Wire Ld, commenced an action against
Bowden Brake Oompany Ld. claiming an injunction to restrain infringement
of the two Trade Marks, damages or an account of profits, delivery up of

. infringing articles, and costs. On the Ll.th of March 1912 the Defendant
Company gave notice of motion that the Register of Trade Marks might be
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rectified by removing therefrom the above-mentioned two Trade Marks. The
pleadings are fully set out (ante, page 47).

The action and the motion came on together on the 7th of November 1912
before Swinfen Eady J. who held that the Defendant Company had no general
right to continue to use the Trade Mark after the term of licence had expired, 5
and no right to prevent the Plaintiff Company from continuing to use the mark
in the same manner as they had used it since the registration. He held also,
that the Trade Marks were distinctive and not deceptive, but, on the ground of
non-user, an Order should be made under Section 35 (1) of the Trade Marks
Act 1905 varying the entry of the first-mentioned Trade Mark by restricting it 10
to brakes for road vehicles other than velocipedes or cycles wholly propelled
by the physical force of the rider. No costs of the motion were given. In the
action.. an injunction against infringement of the Trade Marks, limited in
accordance with the above-mentioned restriction, was granted with costs (ante,
page 45). 15

The Defendants appealed, and the appeal came on for hearing before Lords
Justices VAUGHAN WILLIAMS, BUCKLEY, and HAMILTON on the 2nd of July
1913. .
. Walter K.C. anti Kerly (instructed by Pepper, Tangye & 00., agents for
PeplJer, Tangye and Winterton of Birmingham) appeared for the Appellants; 20
Sir Alfred Oripps K.C., Oolefao: K.C. and R. Moritz (instructed by Arthur
Withers) appeared for the Respondents ; and Austen-Cartmell (instructed by
the Solicitor to the Board;of Trade) appeared for the Comptroller.

Walter K.C. opened the Appellants' case. The action was brought to restrain
the infringement of two Trade Marks, No. 257,412 being a mark which was 25
registered in 1903 in Class 13 for brakes for velocipedes and other road vehicles
with a disclaimer of the exclusive right to the use of the word" Bowden"; the
other mark (No. 260,476) was identically the same, but it was registered for other
articles in Class 13, on the 25th of January 1904. 'I'he Defendants moved to
expunge both Trade Marks from the Register. The relief claimed in the action 30
was in respect of both cycles and motor cycles. An injunction was granted
restraining the Defendants from infringing the Trade Marks, limiting the
injunction as regards the first one to brakes for motor cycles and not to
brakes for cycles. As regards the second Trade Mark.. which also covered
pedal cycles, the learned Judge did not rectify the Register, but confined 35'
the injunction to brakes for motor cycles. In 1896 one Bouiden obtained a
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Patent (No. 25,325 of 1896) for" Bowden" wire. [A sample of wire under
this Patent was handed up and its working explained.] This Patent expired
on the 10th of November, 1910. The Plaintiffs in the action also obtained
two other Patents, No. 14,402 of 1897, which expired on the 13th of June,

5 1911, and No. 1,196 of 1898. The first of these two was a Patent for
brakes for velocipedes and other road vehicles, and consisted in the application
of " Bowden" mechanism to the purpose of cycle brakes. The Plaintiff Com ...
pany was formed before 1901 under the name of the E. M. Boicden's Patents
Syndicate Ld., and Bowden Wire La. is the changed name of the original

10 Company, the change being made in 1910. That Company owned the three
Patents referred to. Until 1901 all the business done by the Plaintiff Company
was in connection with the application of the invention to cycle brakes. In
1901 the Plaintiff Company promoted the Defendant Company, and on the 11th
of April 1901 sold to them the goodwill of their cycle trade business for 38,000l.

15 together with a licence under the three Patents so far as they related to the use
of the wire and the brakes for cycles wholly or partly propelled by the rider's
power. Royalties to the extent of 25,OOOl. were received from the Defendant
Oompany. [Certain clauses of the Agreement of 11th of April 1901 and of the
licence granted on the 23rd August 1901 by the Plaintiff Company to the

20 Defendant Company were read.] The directors of the Plaintiff Company and
the Defendant Company were the same until 1912. In 1901 the cycle business
was an important one, but the motor cycle business was in its infancy. At the
present time the motor cycle business is the important one. [Memorandum of
Agreement dated the 17th of April 1903 was read.] Under this from the 17th

25 of April 1903 the Defendant Company had the pedal cycle brake business solely.
The Plaintiff Company, having then no business in brakes for ordinary cycles,
applied on the 25th of September 1903 for the first of these Trade Marks for
brakes for velocipedes and other road vehicles. They had sold their whole
business in these brakes. In this case the Register has been rectified to the

30 extent of restricting the Trade Mark to brakes for road vehicles other
than those wholly propelled by the physical force of the rider. On the
25th of January 1904 the Plaintiff Company applied to register the mark
260,476 for component parts other than brakes. [An Agreement between the
Plaintiff and Defendant Company dated the 8th of February 1904, supple-

35 mental to the original licence was read.] The Plaintiff Company granted a
licence under a Trade Mark never used or intended to be used by them. A
licence cannot be granted for a Trade Mark in gross but only in connection
with the goodwill of a business. The Plaintiff Company had no business in
pedal cycle brakes at the time they purported to grant the licence. The Trade

40 Mark, which was assigned to the Bowden Brake Oompany, was used as the
general Trade Mark of the Defendant Company to the knowledge of the
Plaintiff Company on all their Price Lists. By thi.s user, which the Plaintiff
Company sanctioned, the Trade Mark became deceptive. [VAUGHAN WILLIAMS
L.J.-Mr. Colefaa: do you agree that the only action here is for infringement of

45 the statutory right to the registered Trade Mark P] [Oole/ax K.C.-That is
quite right.] [Exhibits showing user of the mark on the Defendant Company's
stationery, Price Lists, advertising matter, &c. in connection with brakes,
carriers, gear, and skates were handed up.] The Trade Mark is used as
the mark of two people, so it is nobody's Trade Mark. There was 110

50 complaint of the user by the Defendant Company of this mark except in respect
of skates. The Plaintiff Company's and the Defendant Company's goods are
sold in the same shops side by side. The first Patent expired in 1910 but the
last of the brake Patents did not expire till 1912. Until 1912, the only business
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done by the Defendant Company consisted in brakes and certain accessories, such
as. speed gears, carriers, and free..wheels, for pedal cycles. In 1912, the monopoly
having ceased, the Defendant Company did what they were entitled to do, and
began to use the patented articles, they had been making, for motor cycles.
The Respondents allege that on parts used for motor cycles the mark 5
signifies their goods. That is of no importance, because the Respondents
have only acquired that reputation by means of a monopoly. I refer
to the Oellular Olothing ComlJany v. Maxton and Murray (16 R.P.C.
397). The mark cannot remain on the Register ad the Respondents have
allowed it to become deceptive. In 1907 the Defendant Company acquired 10
the business of H. A. Lamplugh called the Barford Manufacturing Company,
which was a business in sundries for cycles, and Lampluqb became a director
and later the managing director of the Defendant Company. Until February
1912 Nisbet had been chairman of the Plaintiff Company and John Dring was
managing director till October 1911, he remained a director until March 1912. 15
The most important question here is as to whether the trades are one or distinct
trades. [The following cases were referred to :-Australian Wine Importers'
Trade Mark (6 R.P.C. 311; L.R. 41 C.D. 278 at page 291); Application of the
Oompagnie Industrielle Des Petroles (24 R.P.C. 585; L.R. (1907) 2 Ch. 435) ;
Application of the Gutta-Percha and Rubber Manufacturing Company of 20
Toronto Ld. (26 R.P.C. 428 at page 435).J. You cannot maintain a monopoly
by a Trade Mark which has been applied to a patented article. The evidence on
which the learned Judge relied as showing that this mark was distinctive was not
evidence at all. The Trade Marks Act 1905 defines what is a Mark, a Trade
Mark, and a Registrable Trade Mark. [Sections 3 and 11 were read. ] 25
" Calculated to deceive" has been held to mean "liable to cause confusion."
Section 87 of the Act of 1883 appears to authorize the grant of a licence to use
a Trade Mark, but it is "subject to the provisions of this Act" and Section 70
forbids the assignment or transmission of a Trade Mark except in connection
with the goodwill of the business. At the time the mark was reg-istered the 30
Plaintiff Company had no business, and no intention to trade, in brakes for pedal
cycles, and so had no right to register the Mark for those goods. So long as the
Trade Mark is on the Register it is the Respondents unless the Appellants
succeed in a motion to rectify. There is no denial anywhere that the mark is in
fact the brand or house mark for everything sold by the Defendant Company. 35
The mark ought never to have been registered. So far as user for pedal cycles
is concerned it means and always has meant the goods of the Defendant
Company. There is good ground for removal if registered for pedal cycles and
never used, much more so if registered for pedal cycles and used by another.
If the Defendant Company had registered the mark for pedal cycles no one 40
could have registered the same mark for motor cycles because they are goods of
the same character. Initially the mark was bad, and never ought to have gone
on the Register. The Trade Mark is a picture of the patented article, "Bowden"
having been disclaimed, and therefore it ought never to have been registered.
With the consent of the Plaintiff Company another Company is allowed to use 45
the mark on goods of the same description, and to publish allover the country the
statement that the mark is their Trade Mark. The Plaintiff Company has
caused deception by allowing the mark to be so used, and if they now say that the
Defendant Company cannot use it then the mark must come off the Register.
There are several authorities for this. [The following cases were referred to:- 50
Wood v. Butler: (3 R.P.C. 81 at page 92); Wolff" v, NOfitsch (17 R.P.C. 321);

-, Thorneloe v. Hill (11 R.P.C. 61 at page 7l) ; and Sphincter Grip Armuured
Hose Company's Trade Mark (10 R.P.C. 84 at page 88).J The Plaintiff Company
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by their own acts have destroyed the distinctiveness of the mark. 'I'he mark
has been used by the Defendant Company in all their advertisements and
generally as their house or brand mark. The other mark was the same device,
but its number was never indicated in any of the ad.vertisements. In the

5 interest of the public I ask for a judgment in. rem that this mark shall
be declared invalid. When the Plaintiff Oompany registered the mark in 1904
they had no right to register it in respect of pedal cycle-brakes. [The cross
examination of Nisbet was referred to in which he stated that since the formation
of the Defendant Company the Plaintiff Oompany had never made a pedal

10 cycle brake nor intended to do so, and that it would .be deceptive to use the mark
for pedal cycle brakes.] [BUCKLEY L.J.-They registered for velocipedes
and other road vehicles.'] Quite so. In 1901, they covenanted to assign any
Trade Mark used in connection with the business sold. 'I'hey had no Trade
Mark at that time. The Agreement of February 1904 was supplemental to the

15 licence of August 1901. This Agreement transferred nothing to the Defendant
Oompany, it amounted to nothing more than a covenant that if the Defendant
Company used the mark they should not be sued. In 1904, having no goodwill,
the Plaintiffs purported to licence the Defendant Company to use .. the 'I'rads
Mark. The cases I have referred to show that the owner of a 'I'rado Mark, if

20 he desires to keep it, must not do any act which causes it to cease to be a Trade
Mark. The Respondents have by their "acts rendered this mark not the mark
of one house but two. The Respondents have no 'I'rade Mark rights by reason
of the fact that they have by their acts rendered this a non-distinctive mark.
I submit that the Trade Mark is bad, and that the Register ought to be rectified

25 by expunging the mark, and that therefore the Appellants should succeed in
the action.

Kerly followed.-The Plaintiff Oompany came to .the Court with a statutory
title which vias bad and asked for an injunction. It is entirely without pre
cedent for a Plaintiff to sue on a registration which is bad and to succeed in

ao his action. [Section. 39 of the Act of 1905 was read.] [BUCKLEY L.J.-Do
you say that the registration of a Trade Mark, some part of which is invalid,
is invalid altogether?J I do. It is open to the Oourt either to take the
mark off the Register or to limit its scope. Limiting its scope does not
make this registration a good one. Where the registration was bad in

35 part the Courts have taken a mark off the Register without prejudice to
any application for re-registration in a manner which will not offend.
Putting it on the highest ground for the Respondents, there is a concurrent
right and there ought to be concurrent registration. Only a person aggrieved
can apply to rectify, but a defendant in a Trade Mark action is a person

40 aggrieved. [A_pollinaris Oompany's Trade Marks (8 R.P.C. 137; L.R.
(1891) 2 Oh. 186) was referred to.] The Defendant Oompany is a person
aggrieved and its conduct is wholly irrelevant. [VAUGIIAN WILLIAMS, L.J.
Both of you have done wrong as against the public.] We both represented to
the public that it was all one business. [VAUGHAN WILLIAMS, L.J.-Are, you

45 not in pari delicto?J The Defendants' conduct is wholly irrelevant on the
question as to whether the Plaintiff Company is rightly on the Register. The
Plaintiff Company are continuing to deceive the public, and the Defendants
are entitled to bring that forward when they seek to rectify the Register. I
submit that there is nothing to prevent the Defendants pleading that the

50 Plaintiffs' .I'rade Mark is deceptive and ought to he removed from the Register.
Whether there is any delictum on either side or none, I can show that the mark
is calculated to deceive. [The following cases were referred to: Ainslie &0 Oo.'s
Trade J.lfark (4 R.P.O. 212 at page 214) ; Kenrick and Jefferson's Trade Marks
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(28 R.P.C. 45).] Upon the admitted facts the Appellants must succeed. The
admitted facts are :-1. The Defendants are now lawfully in the trade in Bowden
cycle goods. 2. They have lawfully used and still lawfully use the mark in
question on pedal cycle brakes. 3. They have advertised the mark in connection
with goods in their whole trade and they have done this with the knowledge 5
and concurrence of the Plaintiffs. 4. The goods are made by the same makers
and sold and dealt in by the same factors and retailers 5. The goods are
similar in every respect except in weight and in some instances the weights are the
same. 6. In some instances the parts are interchangeable. 7. The actual users
are the same class of persons and in most cases the same persons. The former 10
division of the trades, if any, was one entirely due to the Patent monopoly.
[VAUGHA.N WILLIAMS L.J.-So far as the facts are concerned there is no
dispute; it is the inference.] There was a dispute of. fact as to whether
the two trades are distinct, and there is a question as to the proper infer
ence to be drawn as to the two trades. The only reason for saying 15
that these trades are distinct is because by contract the two Companies,
who alone dealt in the goods, divided the trade up. That does not
now exist. The user of the Trade Mark by the Defendant Company
for goods other than pedal cycle brakes is quite sufficient to justify
the removal of the mark from the Register. Brakes and accessories for 20
motor cycles and brakes and accessories' for pedal cycles are the same description
of goods. [HAMILTON L.J.-Differences in size and weight of a similar article
may differentiate the trade.] Conceivably the test is, are they dealt in by the
same factors and sold in the same shops. Upon the evidence I submit that
the propositions of fact I submitted to the Court are fully made out. The 25
Defendant Company has spent large sums in advertising their business in
connection with the Trade Mark; who is to have the benefit of these
advertisements? As to whether it makes any difference that the, mark has
become deceptive since it was registered I submit that it makes no difference,
the time to consider whether it is deceptive is when, the application for 30
rectification is made. [Section 35 was read. Trade Marks of Batt &;' Co.
(15 R.P.C. 534) was' referred to.] Throughout the Act it is the plain intention
that for one description of goods there shall be only the Trade Mark of one
proprietor subject to certain specific exceptions, this is upon the ground that
any other course would lead to deception. The mark was not rightly 35
registered in the first instance. It must have been registered with the intention
that the Defendants, and the Defendants only, should use it in connection with
pedal cycles. The Trade Mark is identified with the Plaintiff Company and it
is also identified with the Defendant Company and one can no more claim it
than the other. The Court will not give to one trader a Trade Mark exclusively 40
when that Trade Mark is in fact lawfully used for the same description of
goods in a branch of the same trade by another trader. As to whether the
mark is in itself capable of registration, I submit that it is a mere description of
the goods. The word " Bowden" has been disclaimed and that being eliminated
only the coil of wire is left. The mark is merely a descriptive picture. 45
[James' Trade Mark (3 R.P.C. 340) was referred to.] The Trade Mark is I
submit a picture of the goods and is the pictorial equivalent of the words
" Bowden " wire.

Sir AlfredCripps K.C. for the Respondents.-The Defendant Company have
applied for rectification under Section 35 and the onus is on them to show why 50
the Register should be rectified. On a question of rectification the Court may
make an Order varying the entry, and this the learned Judge did. There is no
evidence that any member of the public has ever been deceived or that any
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confusion has been caused. The Trade Mark is said to be deceptive because it
is calculated to cause confusion. I submit that the Appellants have not sub
stantiated by their evidence that the mark has caused or will cause anyone to
be misled. The existence of Patent rights has nothing to do with the Trade

5 Mark rights at all. Does the evidence show or indicate that there is likely to
be any confusion as to whether the goods protected by the Trade Mark are our
goods or someone else's manufacture? So far as the public are concerned
whether the non-user is simply a non-user or whether it depends on some
relation between the parties cannot affect them. I submit that from the

10 evidence it is clear that the two trades are distinct. [BUCKLEY L.J.-Is there any
case where a mark has been registered for goods which the proprietor is bound
contractually not to make or sell and the mark has been allowed to remain on the
Register ?] I do not at the moment know any such case, but I do not see any
difference between that proposition and non-user. So far as licence is concerned

15 there was a Statutory power to grant licences at the time the licence was granted.
[Section 87 of the Act of 1883 was read.] [BUCKLEY L.J.-Section 87 coupled
with Section 70 did not give power' to grant a licence.] At the time the mark was
registered it comprised in terms the pedal cycle trade. Section 70 does not say that
the transfer shall be simultaneous, There being no goodwill as regards the pedal

20 cycle business does not invalidate the mark as regards the motor cycle business.
[HAMILTON L.J.-Put shortly, it comes to this, that your having licensed the
mark for pedal cycle brakes no more prejudices the distinctiveness of your
mark for motor cycle brakes than if you had licensed it for bacon.J Exactly so.
If there is this dissimilarity I am entitled to have the Register rectified in

25 respect of the trade in which I do not use the mark and left for the trade in
which I do use it. The Appellants have to show the confusion which they
allege between the t\VO trades in order to get the mark off the Register.
[VAUGHAN'VILLIAMS L.J.-Is it necessary that anyone should be deceived, is
it not enough if there is a reasonable danger of the public being deceived P]

30 The best test of its being calculated to' deceive is actual deception, and in this
case there is no evidence of actual deception of any kind. If the trades are not
distinct there would be confusion; if they are, we have to see if there is any
chance of confusion, and the evidence is conclusi ve that there has been no
confusion nor likely to be. The only objection to limiting the mark to the

35 motor cycle trade is Section 11. 'I'hen the question is whether it is likely to
cause confusion, and the learned Judge has found that it would not, because
the motor cycle trade is distinct from the pedal cycle trade. [BUCKLEY L.J.
The registration for the one invalidates the registration for the other.] It is
only bad for the other if calculated to produce confusion under Section 11.

40 [The following cases were referred to :-Trade Marks of the Anqlo-Suiiss
Condensed Milk Company (21 R.P.C. 261); Trade Mark. of A. and A. Crompton
&00. Ld.(19 R.C.P.265; L.R. (1902) lCh. 758; Addley Bourne», Swan and Edgar
Ld. (20 R.P.C. 105); and Edwards v. Denntis (L.R. 30 C.D. 454).J As to the
other Trade Mark, 'which is for accessories, there is no question of our not

45 having a goodwill nor is there any question of licence" [The evidence was
referred to.] If I allow another to use my mark for one business it does not
affect my right to the mark for my other business. I submit that the Respondents
are clearly entitled to this mark.

Coleta» K.C. followed.-After the licence was granted these two businesses were
50 in fact-treated as separate by the parties. There was no objection to the Defendant

Company coming into the motor business after the Patent had expired, but to
use the mark on goods on which up to that time they had never used it is I
BUbmit wrong, The Court can rectify the Register in any way. If the
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objection to the mark is that it ought never to have been on the Register then
I agree there can be no relief in the action, When the first of the two
registrations was made in September 1903 there 'had been no user of the mark
by either party. 'I'he Respondents had no business then in pedal cycle brakes
so they were not justified in registering for pedal cycle brakes and this the 5
learned Judge has rectified. There was justification for the second registration
in January 1904. As to accessories for pedal cycles there is no evidence that
the Respondents had no business in these and the onus is on the Appellants to
prove that they had not. We should, however, not object to the rectification of
the Register by excluding accessories for pedal cycles. The mark has never' 10
been used as a house mark by the Appellants. [The Defendant Company's
'I'rade Lists were referred to.] The mark in all. these is used in respect of pedal
cycle brakes only. The Appellants' business was a pedal cycle brake business
and the amount done in carriers, levers, and speed gears was very small and
there was no user of the mark in respect of these goods. [It was admitted by 15
Counsel for the Appellants that there was no evidence that the mark had been
stamped upon goods other than brakes, levers of brakes, and skates.] Public
attention has been directed to the mark in connection with the brakes only.
At the time the licence was granted there was power to grant 3· licence under
the Act of 1883. The words" Subject to the provisions of this Act " mean 20
that the licence shall not have the effect of causing confusion. In this case there
is evidence of no confusion having been caused. [VAUGHAN WILLIAMSL.J.
You must not only say confusion-it should be confusion or danger of con
fusion.] The cases cited by the Appellants were all cases of applications to
register and not motions to rectify. In those cases the Comptroller had a wide 25
discretion to refuse the marks. The value of a Trade Mark as a commercial
asset grows with its use. The position here is that of a mark which has been
on the Register for eight or nine years and used during all that time by the
Respondents who claim the right to retain it on the Register. [VAUGHAN
WILLIAMS L"J.-It all turns on the hypothesis that the trades are distinct and 30
at present I am not satisfied that they are.] Even if the trades are not distinct
I submit. that the goods are. [Wood v. Butler (3 R.P.C. 81).w3s referred to.]
[BUCKLEY L.J.-Is there any authority for this proposition that if a Trade
Mark is registered for A, Band C, and X is allowed to use it for C, the Court
will rectify and not expunge the mark?] I know of no authority on those 35
facts. [Austen-Cartmell.-The case of Thorne &J Sons Ld. v. Pimms Ld.
(26 R.P.C. 221) is not very different from those facts]. Wolff v. Nopitsch
(17 R.P.C. 321) was a passing-off action, and the other cases cited by the
Appellants are all cases of one specific article. Sphincter Grip Armoured Hose
Oompany's Trade Mark (10 R.P.C. 84) was cited as showing that the mark 40
ought not to have been registered, being a picture of the patented article. It
has no bearing on this case, which in no way restrains the public's' rights. In a
trade in which the Appellants have not been established they ought not to be
allowed to step in and take the benefit of the mark in which the Respondents
have built up a trade. So far as the second registration is concerned there is .no 45
possibility of confusion. [BUCKLEY L.J.-You say that the Register might
be rectified by confining the second mark to motor accessories excluding pedal
cycle accessories?] That is so. I submit that no case has been made out for'
rectifying the Register further than ordered by the learned Judge below, an.d
that the appeal should be dismissed. .50

Austen-Cartmell for the Comptroller.-I support the contention of the
Appellants. The question is whether the parties have not used the mark so
as to vitiate it. The Board of Trade considers that the attempt to licence the
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use of the mark was absolutely unauthorised by the ...t\ct of 1883. The mark
has either come to denote the patented article or it has come to denote the
mark of t)Vo manufacturing houses. In both these cases the mark ought
not to remain on the Register. The limitation by the learned Judge was

5 not sufficient as it leaves the Respondents free to use the mark in respect of
goods which are very nearly akin to the goods of the Appellants. The conduct
of the parties has been such as to make the mark deceptive and the question is
whether the learned Judge has sufficiently limited its use or whether for the
protection of the public both marks ought to be expunged.

10 Walter K.C. replied.-The first question is as to whether there is one trade or
two. What is the trade? "Bowden" wire, levers, and connections eitb.er to
a brake on a motor or pedal cycle. The trade was one in the hands of the
Plaintiff Company before they promoted the Defendant Company. An artificial
distinction was created by reason of the Patent monopoly for a limited period.

15 The Appellants' substantial trade is in connection 'with fittings for the c, Bowden"
wire mechanism. The action was begun on a statutory title which was defective
at, the date of the writ and an injunction was asked for. If the mark is deceptive
under Section 11 the Order the Court should make is for removal, not for
limitation. The second mark is registered for different goods in the same class;

20 the mark is the same, it is only the number which is different.. The trades are
not distinct and the goods are the same description of goods. [Thorne tb
Sons Ld. v. Pimms Ld. (26 R.P.C. 221 at page 227); and Ehrmann's Trade
.lJ1.arks (14 R.P.C. 665; L.R. (1897) 2 Ch.495 at page 501) were referred to.]
"House Mark" is the term used to indicate a Trade Mark applied to all goods

25 manufactured by a particular firm. I submit that the trades are in the same goods
or description of goods. The user of the mark is deceptive and must be deceptive.
Ltherefore submit that the action should be dismissed and both marks removed
from the Register.

VAUGHAN WILLIAMS L.J.-This case has been argued at great length on
3Q both sides, and a number of questions have been discussed at great length,

but the case can, I think, be properly disposed of without going into all those
questions. I do not think it is necessary to go through the whole of the judg
ment of Mr. Justice 8winfen Eady, because my judgment is arrived at on small
points, which are not really affected adversely in any way by the findings of

35 fact of the learned Judge. He said in conclnding :-" The Plaintiffs succeed
" in the action with costs. On the Defendants' motion an Order will be made
" varying the entry and restricting the mark 257,412 in the manner already
"mentioned. The rest of the motion will be refused. Each party to bear
"their own costs of the motion, except that the Defendants are to pay

40 " the costs of the Comptroller-General. (Mr. Walter.) Your Lordship has
H not dealt with the second mark, which is also for push-cycles. (Mr. Justice
" Swinjen b"ady.) Yes. I have dealt with that. I have refused the motion
" as regards the second part. I only alter the first mark." I have come
to the conclusion, and I think we. have all come to the conclusion,

45 that Mr. Justice 8winjen Eady ought to have dealt with the second mark
in the same way that he dealt with the first mark. The result of that will
be that the whole case with regard to these marks is based upon the same
grounds, and no difference should be made in dealing with the two marks.
Dealing with them on that basis I ask myself whether the proper remedy

50 waa applied in either case. I think both ought to have been dealt with in exactly
the same way, and that the mode of dealing with them ought to have been
that in neither case should there have been rectification, but that both marks
should have been removed from the Register. What is the ground on which
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my judgment is intended to be based? I think that in both cases the Trade
Mark which has been registered, and which has been used by the Plaintiff
Company and the Defendant Company, has a tendency to deceive. I do not
'want to repeat what 'was said, not only by Mr. Walter and Mr. Kerly but by
Sir Alfred Cripps and Mr. Colefaa; that the whole object of registering Trade 5
Marks is this, that in passing-off cases it was found that a great deal of trouble
and expense might be incurred in proving the identity or character of the goods,
which were passed-off, with the goods which the Plaintiffs said were the goods
manufactured or sold-in this case manufactured-by th.em. Then the Trade
Marks Act was passed for the express purpose of making it easy to afford pro
tection to traders at less expense and .less trouble. The-whole object is that by 10
registering a Trade Mark you should be able to represent to the public :-" Yon
" may rely upon it that all goods which bear this registered Trade Mark are
" the goods manufactured or sold by me, the registered proprietor of the mark."
It is quite plain that in this case the course which was pursued, according to
the evidence, would naturally cause people who bought from the Defendant 15
Company to think that they were buying the goods which had been manu
factured by the Plaintiff Company. Under these circumstances it seems to me
that there can be but one answer to the question-Ought or ought not these
'I'rade Marks to remain on the Register? The moment that you show that
there is a plain case of an arrangement inrespect of a Trade Mark which is cal- 20
culated to mislead in the sense that it will cause goods which had not been
manufactured by the proprietor of the registered Trade Mark to look as if they
we~e so manufactured, that will cause people or customers to be deceived.

Under those circumstances I think the proper course to adopt here is to order
these Trade Marks to be removed. I am not going to say a word about what 25
the further consequence of this may be. vVe have not to decide in this case
what the Plaintiffs may do or what application they may make hereafter. I say
nothing about it. Although tny judgment is delivered upon such a basis that it is
not really important or material to decide as to what is the meaning of Section 87 of
the ~ct of 1883, at the same time I wish to say, that however you construe that 30
Section, it seems to me that the Order, which I say is a proper Order, ought to be
made. Under those circumstances this appeal will be allowed and of course
the effect of what we have done is not only that we accede to the motion for
removing the Trade Marks, but also that judgment in the action will have to be
entered for the Defendants. 35
BUC~LEY L.J.-On the 25th of September 1903 the Plaintiffs registered a

certain device as their Trade Mark in Class 13, for velocipedes and other road
vehicles. On the 25th of January 1904 they registered the same device as their
Trade Mark for "Component parts, attachments, and accessories (other than
" brakes) of velocipedes, motor cycles, automobiles, and other road vehicles, all 40
" the said parts, attachments, and accessories being goods of ordinary metal not
" included in proper classes and being sold as separate articles" ; that is to say,
in each case independently of velocipedes, motor cycles, automobiles, and other
road vehicles. Upon those two Trade Marks they brought the action of Bouiaen
Wire Ld. against the Boioden Brake Company Ld., asking for an injunction to 45
restrain the Defendants from using those two marks, or either of them, whether
upon motor cycles or pedal cycles. The Defendants moved to expunge the
two marks from the Register of Trade Marks. The questions are :-What are the
rights of the partios in these two respects? 'I'he contractual relations between
the parties were these :-the Plaintiffs had, before 1901, been carrying on 50
business in, amongst other things, the manufacture of Bowden cycle brakes
made under three Patents, which were then current but which expired at
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various dates between the 10th of November 1910 and the 14th of January
1912. On the] 1th of April 1901 the Plaintiffs became contractually bound to
the Defendants by the sale by the Plaintiffs to the Defendants of their business
of makers of Bowden cycle brakes, with the goodwill thereof. The result

5 of that was, as between the Plaintiffs and the Defendants, the Plaintiffs
were contractually ex.cluded from the business which they had sold. 'I'hey
could not derogate from their own g.rant, and they became excluded .from the
business of makers of push-cycle brakes. That was a business which might be
extended because the purchasers might find an opportunity of so doing, and that

10 goodwill they would be entitled to. The result was that the Plaintiffs were
excluded from the business of making Bowden cycle brakes for whatever sort
of cycles they might be, and they could not make the patented article in com
petition with the purchasers.. At that date pedal brakes or push brakes were
the principal matter of this industry, the motor cycle was in its infancy and

15 has developed very much since. On the 23rd -of August 1901 the Plaintiffs
granted the Defendants a licence, during the terms of the Letters Patent which
I have mentioned, to use, exercise, and vend the invention, the subject-matter
of the Letters Patent, for the purpose of, and only for the purpose of, cycle
brakes, and they defined "cycle" by Article 18 as being a bicycle, tricycle, or

20 quadricycle which conveys its rider and is propelled wholly or partially by the
rider's own physical power, so as to exclude motor bicycles or other vehicles
propelled wholly by mechanical power. On the 17th of April 1903 that was
modified by restricting the Patent licence to cycles wholly propelled by the
rider's own physical power, so as to leave the motor cycle outside the licence to

25 manufacture. The result of that was, that the Plaintiffs could not, and they
cannot, make and sell brakes for any cycles, whether they be pedal cycles or
motor cycles, because they sold in 1910 to the Defendants, but the Defendants
could make and sell during the currency of the Patents, brakes for pedal cycles.
Since 1912, the Patents having expired, they can make and sell brakes for any

30 cycles, but under a contract to which I am coming next, they were limited in
respect of the right to these Trade Marks. On the 8th of February 1904 a
licence was granted, for what it was worth, to use the first of the two marks,
namely, No. 257,412-that does not extend to the second mark at all. This is
the first point of sub-division of the case. At this time the owners or supposed

35 owners of these marks granted, or purported to grant, to the Defendants a right
to use No. 257,412 for and in connection with cycle brakes manufactured and
sold by a licensee under and by virtue of the Deed, as they call it-the Inden
ture of Licence-of the 25th of August 1901.

Confining myself to the first mark for the moment, in 1903 when it was
40 registered the persons who registered it had not .any interest in pedal cycles.

They could not have; they had neither a business in pedal cycle brakes nor
could they have any business in the Bowden brake as used on a cycle of any
sort or description, whether it be a pedal cycle brake or motor cycle brake.
They were therefore, in registering that mark on the 25th of September 1903, in

45 this difficulty, that the class of goods for which they were seeking to obtain
registration was too large, in that it was brakes for velocipedes and other road
vehicles. They could not do it as regards cycles of this description for they
could not carryon and did not carryon that business, so that they registered
their Trade Mark for too large a class of goods. In other words the mark

50 No. 257,412 when it was registered was bad in the ~ense that it was far too Iarze
a class of goods. ~

It is said, and I agree, and I do not think it is disputed at all, that, in that state
of facts, the Register might have been rectified by restricting the registration
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to such c1escription of goods as the persons claiming the mark were in fact
carrying on .a business in. It might have been restricted in that way, but as
will appear presently, it seems to me it could not be restricted, for the reasons
I am going to state. When in February 1904: the Trade Mark licence was
issued, if it could be issued validly at all, the owners of the mark 257,412 were 5
contractually conferring upon the Defendants the right to put upon goods,
which were not manufactured by the Plaintiffs and which were not the goods
of the Plaintiffs, the registered mark of the Plaintiffs, with the object and intent
and effect, so far as the Trade Marks Act is concerned, of informing the public
that those were goods of the Plaintiffs, which of course they were not. By 10
their O\Vn acts they were at that time conferring, so far as they were concerned,
by their concurrence and agreement, a right on the Defendants so to use their
mark as that it should cease to be distinctive of the Plaintiffs' goods. They
were willing that the Defendants might use it for the purpose of saying that
they were the Defendants' goods and not that they were the Plaintiffs' goods. 15
In other words, they were authorising the use of their mark so as to deprive it
of its very reason of existence, namely, as a mark which should distinguish
their goods from the goods of other makers.

Under these circumstances I asked if there was any authority for this proposi
tion,-and Mr. Cole/ax frankly said there was none,-supposing a mark be 20
registered for goods 1\, B, and C, and the registered holder allows his mark to
beused by X, a third person, for goodsC, so as to enable X to induce the belief
that X's goods are the goods of the registered holder-is there any authority
that in those circumstances an Order to rectify the Register is right as distinguished
from an Order to expunge the mark from the Regtster P I t is conceded that 25
there is none. It seems to me that under those circumstances the right Order
insuch a ?ase is not to rectify the Register, but to expunge the mark from the
Register by way of recognition of the fact that even if the mark at the time
when it was registered was such as to convey truly that it indicated and described
the goods of the registered owner, it had, by the acts of the registered owner 30
himself, been so used with his concurrence, if that be relevant, as that it had
ceased to be distinctive. I t is th e application of the doctrine of Wood v. Butler,
although there are some circumstances, I agree, in this case which make it not
quite so strong as that case. In Wood v, Butler the facts were that, before WaDel
applied for registration, 11e had authorised other people to use the mark with a 35
description on the label that the goods were the goods of a person other than
the person whose mar-k it was : he had authorised that person to say :-~' These
"goods are my goods although I put upon them the Trade Mark which is to
" indicate that they are somebody else's goods." This case is not quite so strong
as that, but the principle, I think, is the same. It seems to me that the result is 40
that if there be substance in the extent to which the Defendants have used the
mark, that. mark must be taken off the Register.

'I'h.e facts as regards the matter are these :-that frorn the time in 1901 when
this began, down to the present time, the Defendants have been doing a very
large business in these Bowden cycle brakes and they have systematically 45
throughout impressed upon these goods this mark. They have sold the goods
to the extent of say half a million or a rnillion, it does not matter which-c-at
any rate a very largo number-c-and those have been their goods and they have
"been marked with Thi« mark, notwithstauding; that they were their goods and
not the .Plainti1fs' goods, and the public have got to know that the goods so 50
marked were not, as the Trade Mark would indicate, the goods of the Plaintiffs
but the goods of the Defendants. It has been sought to make a difference in
respect of that and to put forward the contention that there are two different
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trades, and that the trade in the ordinary pedal cycle, and the trade in the
motor cycle, is not the same trade, and that you might, without introducing any
confusion at all, sell these brakes for pedal cycles, which is what the Defendants
did down to 1912, because there was a totally different trade as regards motor

5 cycles. On the facts 1 am satisfied that that is not so. :N ot only are the goods
themselves, as a matter of appearance, similarly and practically the same, except
that they vary slightly in weight, because the pedal cycle brake is not required
to be so strong, there is less metal in it, and thejnotor cycle. brake is heavier,
costlier and stronger, but in substance you approach a point in which the two

10 things are the same. By that 1 mean at a point you may use the brake either
for the pedal cycle or the motor cycle, and therefore these goods are sold to the
same people and in the same shops, and if any member of the public wanted a
brake for a pedal cycle, he would naturally go to the same man,expecting that
that man's business would include the two. I am satisfied that there were not

15 two trades but only one trade, and in the one trade the public might be deceived
-1 am using the word tnnooff'ensive sense-misled by the implication that the
Plaintiffs' goods are the Defendants' goods.

For these reasons I think the mark No. 257,412 ought to be taken off the
Register. I say nothing as to what will happen after it is taken off the Register,

20 as to whether one or both of these parties may be entitled to make some
other application for registration.

The mark No. 260,476 differs in one material respect no doubt. It was
not included in tbeTrade Mark licence of the Sth of February 1904. The
Plaintiffs did not actively agree that the Defendants might use that mark

25 so as to produce the deception to which I have been referring, but the
mark No. 260,476 was for a well-known description of goods which, having
looked at their Oatalogue, seems to me to be really confined, with very
trifling exceptions, to an application of the Bowden cycle brake, by which I
mean such a mechanical arrangement as that you are enabled to carry a tension

30 from one point to another point by as many twists and turns as you like-by
the application of the principle of the Bowden cycle brake. It is for com.ponent
parts and attachments and accessories sold as separate articles. But in substance
they are all things in which the Bowden cycle brake system is brought into
operation.

a5 As regards No. 260,476, the learned Judge has not rectified the Register at all.
It seems to me equally clear that the application for it was too large at the date
when the mark was registered, for the reason which I have given before. There
fore, at least the learned Judge ought to have rectified, but it appears to me, on the
same grounds as those relating to No. 257,412, that this mark ought to be taken off

40 the Register. It is the use of the same device for substantiallythese brakes and
the component. parts of these brakes under circumstances in which the mis
leading occurs in the same way as in the case of No. 257,412. The only point
of difference is that it is not done actually with the contractual assent of the
Plaintiffs by the Agreement of the 8th of February, 1904. My judgment,

~i;) therefore, is that both. marks ought to come off the Register. If you take them
off the Register it is not necessary to say anything as regards the action. The
action necessarily fails, and I think the proper Order will be to take both marks
off the Register and to deal with the action as the learned Lord Justice has
said, that is to say, dismiss it.

50 HAMILTON L.J.-I agree. I think that in principle than can be no doubt
that, although the matters relied upon by the Brake Oompany on their motion
principally arose after the original registration, they are, as parties aggrieved
by an entry wrongly remaining 011 the Register, entitled to ask the Court to

3 D
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exercise its jurisdiction by dealing with the Register in one way or another,
and that if authority is needed on that point, the principle on which the
Glen Thorne case" was decided supports that view. Under Section ,35 the
learned-Judge had jurisdiction, in view of what has happened since the regis
tration of the brake Trade Mark, to remove it if he was so minded, I think 5
there could be no doubt that he exercised his discretion in favour of restricting
the brake Trade Mark and refusing the motion as to the accessories' Trade
Mark, entirely upon the view which he took of the evidence ; and had his
view of the evidence been to the contrary his conclusion as to what ought to
be done would not have differed from 'ours. He thought upon the evidence 10
that it was established that in the case of a motor cycle or accessory the mark
was recognised as indicating tbePlaintiffs' goods, and in the case of a push
cycle brake as indicating the Defendants' goods; but he further thought that
push cycle brakes are not goods of the same description as those now made and
sold by the Plaintiffs, and that as regards motor cycle accessories the difference 15
was greater. I do not forget that the learned Judge had the .advantage of seeing
and carefully considering the witnesses. But, as no one of them is impugned
in any way as to his credit, and it is not suggested that anyone of themwas,
by his demeanour or otherwise, more 'convincing than another, I think we are,
in substance, in as good a position as the learned Judg-e was to weigh 'that 20
evidence. So far as in this matter the onus of proof is material, it seems tome
that it rested on the Plaintiffs, because the Defendants' case on the motion, which
of course they had to make out, was first of all that the registration of the mark
had always been too wide, it had been obtained for the whole category of goods,
only one part of which was actually ever made by the Plaintiffs, and that there 25
was no dispute as regards the brake Trade Mark, and,secondly, upon the
ground that" having regard. to their own already extensive user of the Trade
Mark ,on push cycle brakes and similar goods,which was admitted, and having
regard to the character of the things themselves, it was clear that there was, to
say the least of it, a reasonable probability, and I think a very serious 30
probability, that harm was likely to arise by the public being deceived into
thinking that the mark indicated the make of one person when in fact ·it
indicated the make of another person. The goods themselves were produced,
and rnore particularly two series of forks for the brakes, respectively, for push
and for motor cycles, one in circular section and one in rectangular section. Of 35
those two classes H.A.L. 4 and H.A.L. 5 are the two which approach most
closely together, being the push and the smaller motor brakes in the rectangular
section. Assuming that that is the greatest point of approximation, the greatest
point of difference which the same series of brakes represented, was nota great
way from the point of approximation. In substance they appear to me to be '40
proportionately no further apart than, not so far apart as, a difference of span.
Consequently, having regard to the fact that the functions of the parts are the
same and that there is no mechanical difference, except in the connection,
between their application to the push and to the motor cycle brakes," they
are prima facie, to anyone who sees them, very strong evidence that the two 45
classes of goods might be confused one with the other, and the public might,
seeing the Trade Mark on all, draw wrong inferences as to the makersof the
one or the other, the push or the cycle brakes, or component parts of such
brakes. The Plaintiffs however say that there Is in fact no such difficulty.
They say :~" We can answer that contention by saying that they are distinct' 50

* ThorneJ; Bona v. Pimms {26 R.P.C. 221).
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" trades, that the goods dealt" in by each trade are distinct goods, and therefore
" the reasonable probability of confusion by the public and decei ving of the
'It public is chimerical." It was upon them to make out that that is so, and
looking at the evidence I think there is also no doubt. that, down to the con-

5 elusion of their case,they could not possibly be said to have discharged that
onus, and had it not been for the evidence of Mr. Popplewell there would have
been very little chance of their making out, on their evidence alone, any such
separation at all, unless there was some confusion in the terms used. It has
been assumed that the two trades which were to be considered were the motor

10 cycle trade and the push cycle, trade, t\VO trades, I daresay for trade purposes,
separate enough, but really the question was whether in the Bowden brake
trade, or the trade in its component parts or, accessories, you could say that
there were two reeognisable sub-divisions, one attached to the push bicycle and
the other to the motor bicycle. I do not forget that th~pl1blic includes, and

15 very largely includes, the traders themselves, the retailers, the persons who fit
up bicycles as well as the purchasers of component parts, and the manufacturers
of bicycles, but it also includes the customers themselves, the ultirnate buyers,
who were remarkably little represented in the evidence. The only persons who
were users that were called were Mr. Louqhborouqh; secretary of the Auto-Cycle

20 Union, who I assume, though I do not know, ridesa cycle as well as being secre
tary of the Union, and Mr. Asluoorth, who was called as an amateur who rode
motor cycles. 'I'he remainder of the people were generally people who made motor
bicycles themselves and who, therefore, when buying their brakes bought them
for motor bicycles and would easily form the impression that there could be

25 no doubt about it that the mark .indicated a brake for motor cycles. There were
also one or tV{O representatives of factors, and Mr. Poppleioell, the principal
factor witness, was called by the Def'endants ; but all the separation that
Mr. Poppleioell proved was a departmental separation in the business in his own
Company, which is a very large one; and there was a general agreement among

30 the witnesses on both sides that the same dealers and the same shops sold the
same classes of brakes and components, and lVIr. Baker, the witness who put
the difference between the goods at its highest point, clearly exaggerated,
because he said they were the same goods in the same sense as a five-ton boat is
the same as a ship, which the mere inspection of the drawings in the Price Lists

35 and samples, shows was overstating the matter.
I should unhesitatingly conclude from this evidence that there was a most

serious danger that the Trade Mark: would now mislead the public and that it
was calculated to deceive, and that it could no longer be said to be distinctive or
adapted to distinguish the goods of the proprietor of the Trade Mark (that is the

40 Plaintiffs) from those of other persons (that is the Defendants). Under those
circumstances I should arrive at the conclusion of fact opposite to that which
the learned J'udge arrived at, and I have no doubt that if he had taken the same
view of the facts, he would have taken the same course as regards the Order
that should be made. I think, therefore, that it is clear that the brake Trade

45 Mark must come off the Register because the public must be protected from
that probability of its being misled which at present exists in consequence of
facts which have existed during the recent years of trade.

'I'he components and accessories Trade Mark is said to stand upon a different
footing. That it is too wide it seems to me there can be no doubt, because it

50 was all along claimed in connection with all components and accessories for
velocipedes; although the Plaintiffs are not alleged to have ever made all such
things. It is however suggested that it has not been proved properly that the
goods which they have made and to which they have attached the mark are so
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substantially limited to or connected with the Bowden brake and the Bowden
wire control as to raise a case of probability of deception or misleading of the
public. The evidence and the bundle of Price Lists, to which we have been
referred, satisfies me that, with very small exceptions, the whole of their
accessories and components trade is in connection with brakes and controls 5
(I suppose a brake applied to something else than a wheel is a brake still
although it is called a control) and hardly anything else, and, if there is any
thing else, the area of it is so small that, as a matter of discretion, I think the
course to be pursued with regard to the components Trade Mark should be the
same as with regard to the brake Trade Mark, that is to say, it should be taken 10
off the Register, saying nothing at all, as has already been pointed out, with
regard to any possible application that may be made for registration for some
other more limited description of goods. I agree that the appeal succeeds and
the motion to expunge both marks succeeds and consequently the judgment in
the Court below must be reversed. On the other interesting points, I say 15
nothing except this, that the contention that the device itself was not registrable
seems to me to fail. It. is notto my mind a mere pictorial naming of the goods
manufactured instead of using the language. There is a sufficient amount of
device about it to warrant that which was done eight or nine years ago and has
apparently never seriously been challenged, that is to say, the acceptance of the 20
device as being registerable.

The appeal was allowed. The action was dismissed. On the motion an Order
was made, that the Register be rectified by expunging both marks. The costs
above and below were given to the Defendants, and the Plaintiffs were ordered
to repay the costs already paid to them by the Defendants and to pay the costs 25
of the Comptroller.

A stay of the Order on the motion to rectify was directed if the Plaintiffs gave
notice of appeal within a fortnight.

VAUGHAN WILLIAMS L.J.-I want to say that having listened to the judgments
of my Brothers I have no reason to suppose that I differ from any of the 30
conclusions at which they arrived. The only reason why I did not go into the
facts and the arguments as they appear in the judgment of Mr. Justice
SWINFEN EADY was that I thought that as I had arrived at .the conclusion that
the user of these two Trade Marks, with the consent of the Plaintiffs and the
concurrence of the Defendants, was calculated to deceive, I did not think it was il5
necessary to say anything further.
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